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after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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DETAILED ACTION 
Status of Claims 

Claims 1, 4-8, 10-18, and 20-25 are pending. Claims 2-3, 9, and 19 have been cancelled. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 4-6, 8, 12-14, 18, 22, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shiota US6337712 in view of Enomoto US5974401. 

As to claim 1, Shiota discloses, an information storage system comprising: a server 6 
apparatus connected to a network, for storing image data supplied via the above network; and a 
terminal 15 used by the user to transmit said image data to said server apparatus via said network 
and read said image data specified according to external operations from said server apparatus 
via said network, and said information storage system wherein: said server apparatus has storing 
means for storing said image data supplied via said network in association with specific 
identification information (file names; col. 3, ln.28-40), reading means for reading said image 
data corresponding to the above identification information from said storing means based on a 
reading request transmitted from said terminal via said network and said identification 
information, and transmitting means for transmitting said image data read from said storing 
means by said reading means to said terminal according to said reading request via said network 
(col. 7, ln.47-58); wherein said storing means of said server apparatus stores ordering data 
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(downloading or printing), which is supplied together with said image data from said terminal 
via said network and created by said external operations by said user based on the above user's 
desired utilization contents, in association with said identification information as a utilization 
history; said reading means reads said user's utilization contents (downloaded pictures requested) 
corresponding to the above identification information from said utilization history stored in said 
storing means based on said reading request given from said terminal via said network and said 
identification information; said transmitting means transmits said user's utilization contents read 
from said utilization history of said storing means by said reading means to said terminal on the 
above network according to said reading request via said network; said server apparatus creates 
customer data based on said ordering given from said terminal and performs customer control 
based on the above customer data (the control can be printing). The difference between the 
claim and Shiota is the claim recites, and wherein said server apparatus stores a printing 
reservation list indicating a reception number, a reservation date and time, a printing status, and a 
delivery status. Enomoto discloses a digital print ordering system similar to that of Shiota. In 
addition, Enomoto further teaches a server apparatus 13 stores a printing reservation list 
indicating a reception number, a reservation date and time, a printing status, and a delivery status 
(col.3, ln.64-67; col.4, ln.20-31). It would have been obvious to one of ordinary skill in the art, 
having the disclosures of Shiota and Enomoto before him at the time the invention was made, to 
modify the method of Shiota to include the reservation and delivery steps of Enomoto, to obtain 
an automated system for print-ordering and delivery. One would have been motivated to make 
such a combination because the ability to provide home-delivery service (col.4, ln.30-40) and 
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access multiple digital printers with different sizes of materials to make different print sizes, 
(col.4, ln.65-67; col. 5, In. 1-10) would have been achieved, as taught by Enomoto. 

As to claim 4, Shiota discloses, wherein; said terminal includes printing means 9 for 
printing an image based on said image data read from said server apparatus according to said 
external operations via said network. 

As to claim 5, Shiota discloses, wherein; said terminal includes recording means 
(memory) for recording in a recording medium, said image data read from said server apparatus 
according to said external operations via said network. 

As to claim 6, Enomoto teaches, wherein, said server apparatus includes billing 
processing means for calculating a fee based on said ordering data and performing predetermined 
billing processing according to the above calculation result (col.4, ln.30-40). 

As to claim 8, Shiota discloses, a server apparatus comprising: storing means for storing 
image data supplied from a terminal via a network in association with specific identification 
information; reading means for reading said image data corresponding to the above identification 
information from said storing means based on a reading request given by the user from said 
terminal via said network and said identification information; and transmitting means for 
transmitting said image data read from said storing means by said reading means to said terminal 
on the above network corresponding to said reading request via said network; wherein said 
storing means stores said user's utilization contents of the above image data during transmission 
operation on said terminal which is supplied together with said image data from said terminal via 
said network in association with said identification information as a utilization history; said 
reading means reads said user's utilization contents corresponding to the above identification 
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information from said utilization history stored in said storing means based on said reading 
request given from said terminal via said network and said identification information; and said 
transmitting means transmits said user's utilization contents read from said utilization history of 
said storing means by said reading means to said terminal on the above network according to 
said reading request via said network. Enomoto teaches, and said storing means also stores a 
printing reservation list indicating a reception number, a reservation date and time, a printing 
status, and a delivery status. 

As to claim 12, Shiota discloses, wherein; said terminal includes printing means for 
printing an image based on said image data supplied via said network. 

As to claim 13, Shiota discloses, wherein; said terminal includes recording means for 
recording said image data supplied via said network in a recording medium. 

As to claim 14, Shiota discloses, wherein; said transmitting means transmits via said 
network, said image data read by said reading means from said storing means to said terminal 
specified by said user through said reading request given via said network. 

As to claim 18, Shiota discloses, an information control method comprising: a first step 
of storing image data supplied from a terminal via a network in association with specific 
identification information; a second step of reading said image data corresponding to the above 
identification information based on a reading request given by the user from said terminal via 
said network and said identification information; and a third step of transmitting said read image 
data to said terminal on the above network according to said reading request via said network, 
wherein in said first step said user's utilization contents of the above image data during a 
transmission operation on the above terminal supplied together with said image data from said 
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terminal via said network are stored in association with said identification information as a 
utilization history; in said second step, said user's utilization contents corresponding to the above 
identification information are read from said stored utilization history based on said reading 
request given from said terminal via said network and said identification information, and in said 
third step said user's utilization contents read from said utilization history transmitted to said 
terminal on the above network according to said reading request via said network. Enomoto 
teaches, storing a printing reservation list indicating a reception number a reservation date and 
time, a printing status and a delivery status. 

As to claim 22, Shiota discloses, characterized in that; in said third step, said read image 
data is transmitted via said network to said terminal specified by said user by said reading 
request given via said network. 

As to claim 25, Enomoto teaches, characterized by; including a fourth step of calculating 
a fee based on said user's utilization contents and performing predetermined billing processing 
according to the above calculation result. 

Claims 7, 15-16, and 23-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shiota US6337712 in view of Enomoto US5974401, and further in view 
ofSchelling US5706097. 

As to claim 7, Shiota discloses, wherein, said server apparatus stores said image data, 
reads said image data from said storing means based on a reading request transmitted from said 
terminal via said network and transmits said image data read from said storing means by said 
reading means to said terminal according to said reading request via said network. The 
difference between the claim and Shiota is the claim recites, also combined image data. 
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Schelling discloses a digital method of displaying photographs similar to that of Shiota. In 
addition, Schelling further teaches transmitting and displaying combined image data (digital 
index prints). It would have been obvious to one of ordinary skill in the art, having the 
disclosures of Shiota and Schelling before him at the time the invention was made, to modify the 
apparatus of Shiota to also transmit/display combined image data, as in Schelling, to obtain 
digital index prints. One would have been motivated to make such a combination because the 
ability to visually compare the subject matter of several images would have been achieved, as 
taught by Schelling (col.2, In. 1-1 5). 

As to claim 15, Schelling teaches, wherein; said storing means stores not only said image 
data but also combined image data to combine an image based on said image data. 

As to claim 16, Shiota discloses, wherein: said reading means reads said image data from 
said storing means according to said reading request; and said transmitting means transmits said 
image data read from said storing means by said reading means to said terminal according to said 
reading request. Schelling teaches combined image data. 

As to claim 23, Shiota discloses, characterized in that; in said first step, said image data 
are stored. Schelling teaches combined image data based on image data are stored. 

As to claim 24, Shiota discloses, characterized in that: in said second step, said image 
data is read according to said reading request; and in said third step, said read image data is 
transmitted to said terminal according to said reading request. Schelling teaches combined 
image data. 
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Claims 10-11, 17, and 20-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shiota US6337712 in view of Enomoto US5974401, and further in view 
of Barraclough US6301607. 

As to claim 10, the difference between the claim and Shiota is the claim recites, wherein; 
said user's utilization contents includes at least one of personal information of said user, 
preference information and billing information. Barraclough discloses a method of sharing and 
displaying images over a network similar to that of Shiota. In addition, Barraclough further 
teaches said user's utilization contents includes at least one of personal information of said user, 
preference information and billing information (col.2, ln.60-67; col.3, ln.1-5). It would have 
been obvious to one of ordinary skill in the art, having the disclosures of Shiota and Barraclough 
before him at the time the invention was made, to modify the contents of the images in Shiota to 
further include personal and/or billing information, as in Barraclough, to obtain imbedded 
information. One would have been motivated to make such a combination because the ability to 
provide an easy way to return communication to a sender would have been achieved, as taught 
by Barraclough (col.2, ln.60-67). 

As to claim 1 1 , Barraclough teaches, wherein; said personal information of said user 
includes at least one of said user's name, address, phone number and e-mail address. 

As to claim 17, Enomoto teaches, characterized by, including billing processing means 
for calculating a fee based on said user's utilization contents and performing predetermined 
billing processing according to the above calculation result (col.4, ln.30-40; already detailed in a 
previous rejection). 
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As to claim 20, Barraclough teaches, wherein; said user's utilization contents include at 
least one of personal information of said user, preference information and billing information. 

As to claim 21, Barraclough teaches, wherein; said personal information of said user 
includes at least one of said user's name, address, phone number and e-mail address. 

Response to Arguments 
Applicant's arguments with respect to claims 1, 4-8, 10-18, and 20-25 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

clubphoto.com from dates prior to 12/07/1999, retrieved from archive.org. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas Y Ho whose telephone number is (703)305-4556. The 
examiner can normally be reached on M-F 10:00AM-6 :00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. J Swann can be reached on (703)306-41 15. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



TYH 



J. J. SWANN 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



